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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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DETAILED ACTION 

Applicant's reply of 4/17/06 has been received and reviewed. Applicant 
amended claims 15, 17, 18, 44, 46, 47, and added new claims 54-58. Claims 1-12, 20- 
32, 40-43 and 48-53 were cancelled, with claims 13-19, 33-39, 44-47, and 54-58 are 
pending. 

The indicated allowability of claims 13, 14, 33-39, 44, and 45 is withdrawn in view 
of the newly discovered reference to Chen-Lien (U.S. 6,341,863) and reconsideration of 
the prior art of record. Revised prior art rejections follow. Accordingly, the finality of the 
last office action is withdrawn. 

Claim Objections 

1 . Claim 18 is objected to because of the following informalities: line 3; delete "a 
respective" and insert -said respective-. Appropriate correction is required. 

Drawings 

2. Figure 7 should be designated by a legend such as -Prior Art- because only 
that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled 
"Replacement Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct 
any portion of the drawing figures. If the changes are not accepted by the examiner, the 
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applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 1 12 

3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 13-19 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Independent claim 13 recites a "minimum depth of 
less than 8 mm". Thus, this recitation would include all depth values less than 8 mm as 
well as all depth values greater than 8 mm. This is indefinite because the minimum 
depth value cannot be ascertained. Claim 14 recites "minimum depth of about 5.75 mm 
or less". Similarly, claim 14 recites a depth value of about 5.75 mm or all values less 
than 5.75 mm. This is indefinite because as outlined above, claim 13 could be 
interpreted as having a depth value greater than 8 mm, while claim 14 defines the depth 
value as 5.75 mm or less. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claims 13-17 and 54-58 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Banks (U.S. 6,131,208). Banks discloses the invention as claimed. 
Banks teaches swim goggles comprising a pair of unconnected eyepieces, each 
eyepiece comprising a transparent lens 3 and frame, body portion or peripheral flange 1 
surrounding the lens and having a posterior surface. The flange is sized and shaped to 
fit at least partially within a respective orbital rim and the lens portion positioned in front 
of an eye when the eyepiece is worn. The flange also includes an upper nasal portion 
and a lower nasal portion on an inner side that fit within a respective orbital rim and also 
includes a lower temporal portion on an opposing side that fits at least partially within a 
respective orbital rim. Each eyepiece is adapted to provide a water-tight seal around an 
eye of a user during use of the goggles, wherein each eyepiece has a minimum depth 
about 5.75 mm or less, or of less than 8 mm measured at locations above and below 
the eyes when the eyepieces are in an as worn orientation. The recitation of "a 

minimum depth of less than 8 mm measured at locations in an as worn orientation" is 

functional in that it does not recite the structural dimensions of any specific portion of 
the eyepiece. It is noted that pages 10-11 of Applicant's specification discuss the depth 
of the eyepieces as measured from the inner surface of the anterior lens and the 
temporal end of the anterior lens. As currently presented, claim 13 conveys that the 
depth of the eyepiece is determined by the dimensions of the wearer's eye as well as by 
the positioning of the eyepiece in relation to the wearer's eye portions. For example, if 
the eye socket or orbital bones are deeper-set, then the depth of the eyepiece will likely 
be smaller when measured at locations above and below the eyes. Banks is silent with 
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regard to the depth of the frame portion, but the domed shape of the frame fits over a 
wearer's eye and appears to have a minimum depth of less than 8 mm measured at 
locations above and below the eyes when the eyepiece are in an as worn orientation. 
That is, the domed shape allows for covering the eyes without interfering with the 
wearer's eye blinking capabilities. Each eyepiece includes a layer of adhesive tape 5 for 
adhesively securing the eyepiece to the skin. Each layer of tape comprises a 
deformable layer that is secured to the posterior surface 4 of a respective frame and 
has an adhesive surface for adhering to the skin. The eyepieces can be retained in 
place by contracting the orbicularis oculi muscles against the frame portions. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 33-35, 37, 38, and 44-47 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Chen-Lien (U.S. 6,341,863). Chien-Lieh discloses the invention 
substantially as claimed. Chen-Lieh teaches an eyepiece for swim goggles comprising 
a body 40 adapted to be worn over the eye of a user and form a water-tight seal around 
the eye that isolates the eye from the surrounding environment during use, the body 
comprising a transparent lens portion that includes a first, flat anterior lens 21 positioned 
in front of the eye in an as worn orientation and at least a second, flat lens 22 



Application/Control Number: 1 0/785,203 Page 6 

Art Unit: 3765 

comprising flat and parallel opposed surfaces. The second lens is connected to the 
anterior lens at an obtuse angle and extending rearwardly therefrom, wherein the 
second lens reduces prismatic distortion of the lens portion and is connected to the 
anterior lens at an angle of less than 180 degrees as shown in Figure 3, which 
illustrates the obtuse angular relationship. Each eyepiece comprises an annular side 
wall 1 1 surrounding a respective anterior lens and side lens and extending rearwardly 
therefrom. A posterior frame portion 30,31 is connected to a respective side wall 
opposite the anterior lens and side lens, the frame portion being shaped to form a 
water-tight seal around an eye. The goggles include a nose piece (not labeled but 
shown in Figure 1) connecting adjacent nasal end portions of the eyepieces as shown in 
Figure 5 and a head strap (not labeled) connected to respective temporal end portions 
of the eyepieces and dimensioned to extend around the rear of the user's head. 
However, Chen-Lieh doesn't teach the angle is approximately 124 to 164 degrees or 
about 144 degrees. Chen-Lieh teaches that the angle of less than 180 degrees allows 
for improved field of vision between the flat lens in front of the eye, and the side lenses. 
Applicant's specification does not provide the criticality for the obtuse angle in the 
claimed range. Thus, a preferred range for the angle between the first and second 
lenses could have been arrived at through routine experimentation. Therefore, it would 
have been obvious to provide Chen-Lieh's first and second lenses with an angle 
therebetween of approximately 124 to 164, or 144 degrees such that an optimal field of 
view and clear vision is achieved and maintained. Since the modified lens orientation of 
Chen-Lieh discloses the claimed structure, the resulting lens is expected to perform in 
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the same way as recited by claim 37, which states that the second lens reduces 
hydrodynamic drag of the eyepiece and prismatic distortion of the lens portion such that 
whenever the eye is rotated temporally to a position at which the visual axis intersects a 
midpoint of the side lens, a line of sight extends perpendicularly with respect to the side 
lens. Further, the side lens is oriented with respect to the anterior lens such that a line of 
sight along the visual axis intersects the side lens at 90 degrees whenever the eye is 
rotated to a temporal position at which the visual axis intersects the side lens and the 
line of sight extends through a midpoint of the side lens. 

Allowable Subject Matter 

9. Claims 18 and 19 would be allowable if rewritten to overcome the rejection(s) 
under 35 U.S.C. 112, 2nd paragraph, set forth in this Office action and to include all of 
the limitations of the base claim and any intervening claims. 

10. Claims 36 and 39 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications should be 
directed to Primary Examiner Katherine Moran at (571 ) 272-4990. The examiner can 
be reached on Monday-Thursday from 8:30 am to 6:00 pm, and alternating Fridays. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Welch, may be reached at (571 ) 272-4996. The official and after final 
fax number for the organization where this application is assigned is (571) 273-8300. 
General information regarding this application may be obtained by contacting the Group 
Receptionist at (571) 272-3700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Katherine Moran 



Primary Examiner, AU 3765 



